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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

" l^r^°rtl^L e ^l ? h spec t ified 5 bov , e ' the ™ um ? tatu !. or y P eriod wil! a PP' v and ex P ire SIX ( 6 ) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended penod for reply will, by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce anv 
earned patent term adjustment. See 37 CFR 1 .704(b). ' y 

Status 

1 )^ Responsive to communication(s) filed on 06 November 2000 . 
2a)\J This action is FINAL. 2b)(3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213 
Disposition of Claims 

4) £3 Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) W) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) [J Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 ,84(p)(5) because 
they do not include the following reference sign(s) mentioned in the description: page 5 5 
line 1 1 refers to "data 18" of Figure 1, and page 5, line 15 refers to "software 18" of 
Figure 1. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "data request form" 
must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Claim Objections 

3. Claim 2 is objected to because of the following informalities: 

Claim 2 improperly depends on itself. For purposes of clarity, examiner assumes 
claim 2 depends on claim 1 . 
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Specification 

4. The disclosure is objected to because of the following informalities: 

This application does not contain Detailed Description of the Invention : See 
MPEP § 608.01(g). Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The analysis under 35 U.S.C. 1 12, first paragraph, requires that the scope of 
protection sought be supported by the specification disclosure. The pertinent inquiries 
include determining (1) whether the specification disclosure as a whole is to enable one 
skilled in the art to make and use the claimed invention. 

6. Claims 4-6 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

The enablement requirement necessitates a determination that the disclosure 
contains sufficient teaching regarding the subject matter claimed as to enable one skilled 
in the pertinent art to make and use the claimed invention. In essence, the scope of 
enablement provided to one ordinarily skilled in the art by the disclosure must be 
communuserate with the scope of protection sought by the claims. 
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Currently, the most prevalent standard for measuring sufficient enablement to 
meet the requirements of 1 12 is that of "undue experimentation". The test is whether, at 
the time of the invention, there was sufficient working procedure for one skilled in the art 
to practice the claimed invention without undue experimentation. It is important to note 
that the test of enablement is not whether any experimentation is necessary, but whether, 
if experimentation is necessary, is it undue. An skilled artisan is given sufficient 
direction or guidance in the disclosure. Moreover, the experimentation required, in 
addition to not being undue, must not require ingenuity beyond that expect of one of 
ordinary skill in the art. 

Undue experimentation and ingenuity would be required beyond one ordinarily 
skilled in the art to practice: 1) " software executing on said central computer for 
generating - transmitting - receiving a data backup request form" in claim 4. The 
description is not sufficient to understand what is a data backup request form and how it 
is generated, transmitted, received a reply by software executing on central computer. 
Undue experimentation would be needed to make a data back up request form. 

7. Claims 5-6 are dependent upon claim 4, and therefore likewise rejected. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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9. Claims 1-6, are rejected under 35 U.S.C. 102(b) as being anticipated by Crawford 
et al. (US Patent No 5,771,354). 

Crawford anticipated independent claims 1, 4, 7 by the following: 

10. As per claim 1, Crawford teaches "a system for onsite backup of internet-based 
data. . .a central computer; a client computer" col. 12, lines 41-58, col. 14, line 37 to col. 
15, line 56; 

"a communications link between said central computer and the Internet" at col. 
14, lines 17-36; 

"a communications link between said client computer and the Internet" at col. 14, 
lines 17-36; 

"at least one database containing a plurality of data records accessible by said 
central computer, each data record containing a client identification number" at col. 14, 
lines 45-67, col. 15, lines 31-56, col. 28, lines 21-51; 

"software executing on said central computer for receiving a data backup request" 
at col. 14, lines 45-61, col. 28, lines 52-67; 

"software executing on said central computer for transmitting said data backup to 
client computer" at col. 15, lines 32-46, col. 28, lines 52-67. 



11. As per claim 4, Crawford teaches "a system for onsite backup of internet-based 
data. ..a central computer; a client computer" col 12, lines 41-58, col. 14, line 37 to col. 
15, line 56; 

"a communications link between said central computer and the Internet" at col. 
14, lines 17-36; 
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"a communications link between said client computer and the Internet" at col. 14, 
lines 17-36; 

"at least one database containing a plurality of data records accessible by said 
central computer, each data record containing a client identification number" at col. 14, 
lines 45-67, col. 15, lines 31-56, col. 28, lines 21-51; 

"software executing on said central computer for receiving commands from said 
client computer" at col. 14, lines 45-61, col. 27, lines 21-33; 

"software executing on said central computer for receiving data from said client 
computer" at col. 14, lines 45-61, col. 29, lines 1-3; 

"software executing on said central computer for storing said received data in said 
database" at col. 15, lines 41-56; 

"software executing on said central computer for generating a data backup request 
form" at col. 14, lines 45-61; 

"software executing on said central computer for transmitting said data backup 
request form through the internet" at col. 15, lines 32-46; 

"software executing on said central computer for receiving a reply to said data 
backup request form" at col. 14, lines 45-61, col. 27, lines 34-50; 

"software executing on said central computer for transmitting said data backup to 
client computer" at col. 15, lines 32-46, col. 29, lines 14-27. 

12. As per claim 2, Crawford teaches "software executing on said client computer for 
storing said data backup in a location accessible to said client computer" at col. 12, lines 
41-58. 
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13. As per claim 3, Crawford teaches "software executing on said central computer 
for retrieving said data backup" at col. 15, lines 32-40. 

14. As per claim 5, Crawford teaches "software executing on said client computer for 
storing said data backup in a location accessible to said client computer" at col. 12, lines 



15. As per claim 6, Crawford teaches "software executing on said central computer 
for retrieving said data backup" at col. 15, lines 32-40. 



16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



17. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crawford et al. (US Patent No 5,771,354), as applied to claims 1-6, 8-12, 14-18, 20-23 
above, in view of Borza et al. (US Patent No. 6,076,167). 



41-58. 



Claim Rejections - 35 USC § 103 



18. As per claim 7, Crawford teaches "a system for onsite backup of internet-based 
data... a central computer; a client computer" col. 12, lines 41-58, col. 14, line 37 to col. 
15, line 56; 
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"a communications link between said central computer and the Internet" at col. 
14, lines 17-36; 

"a communications link between said client computer and the Internet" at col. 14, 
lines 17-36; 

"at least one database containing a plurality of data records accessible by said 
central computer, each data record containing a client identification number" at col. 14, 
lines 45-67, col. 15, lines 31-56, col. 28, lines 21-51; 

"software executing on said central computer for receiving commands from said 
client computer, for receiving data from said client computer, and for storing said data in 
said database" at col. 14, lines 45-61; 

"software executing on said central computer for receiving a data backup request 
and for receiving a data format conversion request" at col. 15, lines 6-15; 

"software executing on said central computer for retrieving said data from said 
database and for converting said data to a format corresponding to said data format 
conversion request" at col. 15, lines 6-14, col. 19, lines 4-27; 

"software executing on said central computer for encrypting said data backup" at 
col. 33, line 65 to col. 34, line 3; 

"software executing on said central computer for transmitting said data backup to 
said client computer" at col. 15, lines 32-46; 

Crawford does not explicitly teach "software executing on said client computer 
for decrypting said data backup". However, Borza teaches this limitation at col. 5, lines 
21-67, Fig. 4. 
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Thus, it would have been obvious to one ordinarily skilled in the art at the time of 
the invention to combine the teachings of Crawford with the teachings of Borza to 
include "software executing on said central computer for transmitting said data backup to 
said client computer; and software executing on said client computer for decrypting said 
data backup" in order to provide a method for securely transmitting data across a network 
that is capable of real time modification in order to increase security. 



19. As per claim 8, Crawford teaches "software executing on said client computer for 
storing said data backup in a location accessible to said client computer" at col. 12, lines 
41-58. 



20. As per claim 9, Crawford teaches "software executing on said central computer 
for retrieving said data backup" at col. 15, lines 32-40. 



Conclusion 

21 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Miranda Le whose telephone number is (703) 305-3203. 
The examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John E. Breene, can be reached on (703) 305-9790. The fax number to this 
Art Unit is (703) 746-7238. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist whose telephone number is (703) 305-3900. 
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